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DETAILED ACTION 

This Office Action is responsive to applicant's 5/15/2008 response. 

Election/Restrictions 
Applicant's election with traverse of group I on 5/15/2008 is acknowledged. The 
examiner agrees with the applicant's arguments and therefore the restriction of claims 4 and 
34-61 is hereby withdrawn. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 57 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In particular barcode recognition does not make sense for the US bills of claim 54 
because US bills do not have bar codes. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-54 and 58-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Laskowski (6,573,983) and Force et al. (US 6,109,522). It is noted that obviousness is not relied 
on to combine Laskowski and Force et al., for they are already combined by Laskowski. 
Laskowski states (column 8, lines 25+) "The exemplary embodiment of the present invention 
may be used in an automated banking machine. For example the apparatus of the invention may 
be used as an identification device in the automated banking machine shown in allowed 
copending U.S. patent application Ser. No. 09/193,016 filed Nov. 17, 1998, the disclosure of 
which is incorporated by reference as if fully rewritten herein." Application 09/193,016 is now 
Force et al. US 6,109,522. Obviousness is employed just for such features as size and 
arrangement of parts, as will be seen below. 

Re claim 1 : Again as has been seen above, Laskowski and Force can be seen as a unified 
invention because Laskowski intends for them to be used together; it is further noted that both 
originated at the same company, Diebold Inc. and Laskowski had the Force et al. ATM in mind 
in creating his denominator. Laskowski is the high speed currency denominating device for 
Force's ATM in which customers can deposit stacks of bills. Force's ATM also enables 
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dispensing of currency to customers in the normal way that is widely familiar. The combination 
of currency denominating and dispensing is described well in the opening lines of Force (column 
1, line 10+): "Specifically this invention relates to an automated banking machine that enables 
currency bills, notes or other documents deposited by one customer to be identified and stored in 
the machine, and later selectively dispensed to another customer." 

Force discloses an area in the ATM for receiving a deposited stack of currency notes 
from a customer (column 13, lines 66+) "a customer is enabled to insert a stack of documents 
indicated 146 in FIG. 5 into the delivery/reject area 60". As the abstract of Force makes clear, 
after denominating, these stacks are sorted and then moved into storage canisters; this naturally 
involves output receptacles. 

Looking next at the denominating device, which is conveyed in detail by Laskowski (see 
column 10, lines 54+ of Laskowski): "The transport 12 is preferably moved in such a speed that 
15 standard U.S. currency notes per second are moved past the spot sensing assemblies. Of 
course, in other embodiments different numbers of test spots, data values and note speeds may be 
used." Fifteen notes per second converts to a speed of 900 bills per minute. 

The use of a master template is conveyed (column 17, lines 2+ of Laskowski): "Because 
the described form of the invention is configured to identify twenty notes in four orientations, 
there are eighty master templates in the data store in this exemplary embodiment." Imaging of 
bills occurs (column 6, lines 64+ of Laskowski) and this is useful for tracking specific notes and 
rooting out fraud or illegal activity. 
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The fact that the system identifies the denominations of the notes (which necessarily 
requires a processor) is the main function of Laskowski and is discussed in abundance 
throughout. The examiner will not belabor that point. Totaling of a customer's deposit is 
described by Force at column 5, lines 38+: "Properly identified documents are initially held in 
the escrow area. The output devices on the machine indicate to the customer the type and/or 
value of the identifiable documents. The customer preferably is enabled to select whether to 
have such documents returned or to deposit such documents." 

As far as the limitations which concern dispensing, see column 30, line 50+ of Force et 
al: "If the amount of the withdrawal is authorized, the control system of the machine looks up 
the storage locations of the various bill denominations at a step 502, and calculates a bill mix to 
be provided to the customer at a step 504." 

From this it is clear that different storage locations are used for different denominations 
and the appropriate number and type of notes to be dispensed is determined. As for a transport 
mechanism, this is of course necessary, and the bills must move one at a time for at least some 
time because they must be separated and counted. An interface for the customer to enter a 
requested amount is a part of all such ATMs. 

Lacking in Laskowski/Force is a teaching that the denominating machine and currency 
dispenser is adapted to fit on a desktop of a user. However, the examiner takes the view that 
adjusting the size of the machine of Laskowski/Force is a matter of obvious design choice, with 
the motivation to allow bank tellers to both take deposits and provide cash to customers using a 
single machine that fits on the counter where they work. Certainly for a number of years, banks 
have had denominating machines that fit easily on a desktop for tellers to assist customers and 
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currency dispensing is no more complex. Adjustments can be made that include reducing 
storage capacity of bills at many places, reducing the thickness of steel walls and other security 
features as well as shrinking the screen size. Witness the size range of computers and note that 
computers with equivalent capability can have very small or very large footprints and sizes. 

See the following excerpt from MPEP 2144.04 regarding the obviousness of size and 

shape. 

A. Changes in Size/Proportion 

In re Rose , 220 F.2d 459, 105 USPQ 237 (CCPA 1955) (Claims directed to a lumber 
package "of appreciable size and weight requiring handling by a lift truck" where held 
unpatentable over prior art lumber packages which could be lifted by hand because limitations 
relating to the size of the package were not sufficient to patentably distinguish over the prior 
art.); In re Rinehart, 53 1 F.2d 1048, 189 USPQ 143 (CCPA 1976) ("mere scaling up of a prior art 
process capable of being scaled up, if such were the case, would not establish patentability in a 
claim to an old process so scaled." 531 F.2d at 1053, 189 USPQ at 148.). 

In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, where the only 
difference between the prior art and the claims was a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently than the prior art device, the claimed device was not patentably distinct from the prior 
art device. 
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B. Changes in Shape 

In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) (The court held that the 
configuration of the claimed disposable plastic nursing container was a matter of choice which a 
person of ordinary skill in the art would have found obvious absent persuasive evidence that the 
particular configuration of the claimed container was significant.). 



Re claim 2: Laskowski/Force's machine is all contained in a common housing. 

Re claim 3: The footprint of the housing of Laskowski/Force is part of the issue of 
machine size, which is a matter of obvious design choice, as has been discussed above. 

Re claims 4-55, 58-61 : The examiner notes that Laskowski/Force teaches the essential 
concept of combining a stack-receiving denominating device and a dispensing device in a single 
machine. Claim 1, which has been addressed above, is narrower than many other of the 
limitations. Many variations which are claimed have to do with the positioning and arrangement 
of parts, which may represent a rearrangement with respect to Laskowski/Force 

Regarding obviousness with respect to arrangement of parts, the examiner notes the 
following caselaw: 

In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) (Claims to a hydraulic power 
press which read on the prior art except with regard to the position of the starting switch were 
held unpatentable because shifting the position of the starting switch would not have modified 
the operation of the device.) 
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Motivations for rearrangement parts include fitting the machine of Laskowski/Force into 
a smaller form factor and also meeting ergonomic considerations to make the machine more 
comfortable. To give just one example, the vertical stacking recited at claims 4, 58 and 59 would 
have been obvious in order to for the device to take up less space on a desktop. 

Other limitations involve security barriers in various places; these have long been used in 
ATM machines and currency handling devices with the motivation being a defense against 
break-in and theft. 

A few limitations involve a second dispenser (claims 7, 13) or a second output (claim 
16). Motivations for this include greater capacity to handle more volume. A good example is a 
commercial scale copier which may have multiple paper trays (input) and multiple stacking areas 
for multiple outputs. 

Allowable Subject Matter 

Claims 55 and 56 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: 
The examiner can find no motivation within the art and in the context of the other limitations 
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present in the parent claim to perform ICR or OCR in the context of US currency bills, of which 
there are a small and finite number of exact types without variation. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL A. HESS whose telephone number is (571)272-2392. 
The examiner can normally be reached on 8:00 AM - 5:00 PM M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (57 1 ) 272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Daniel A Hess/ 

Primary Examiner, Art Unit 2876 
9/2/2008 
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